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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of group I in the reply filed on 9*16/08 is 
acknowledged. Claims 9-14 are withdrawn from further consideration pursuant to 37 
CFR 1 .142(b), as being drawn to a nonelected group, there being no allowable generic 
or linking claim. Claims 1-8 are rejected below. 

Information Disclosure Statement 

2. The listing of references in the specification is not a proper information disclosure 
statement. 37 CFR 1 .98(b) requires a list of all patents, publications, or other 
information submitted for consideration by the Office, and MPEP § 609.04(a) states, 
"the list may not be incorporated into the specification but must be submitted in a 
separate paper." Therefore, unless the references have been cited by the examiner on 
form PTO-892, they have not been considered. 

Claim Objections 

3. Claims 1-8 are objected to because claims 5-8 are directed to "a key" and claims 
1-4 are directed to "a key blank". Applicant claims the exact same invention with the 
exception of "key" vs. "key blank". The specification discloses that a key and key blank 
are used interchangeably. The examiner believes claims 1-4 and 5-8 are the same. 
Where applicant disagrees, further explanation is needed of how the two sets of claims 
differ and represent different limitations. 
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Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 1-3 and 5-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Botteon (US 5724841). 

6. Regarding claims 1 and 5, Botteon shows a key (blank) comprising a generally 
elongate shaft portion defining first and second generally flat oppositely directed side 
surfaces, joined by edge surfaces, at least one of said first and second side surfaces 
cuttable to form key cuts that define a key combination surface (see figure 2 below); 

characterized by at least one key combination element (12) movably disposed in the 
elongate shaft portion and adapted for touching a lock combination element (20) 
disposed in a cylinder lock plug, wherein said at least one key combination element has 
inherent energy for applying an urging force against the lock combination element 
(column 3, lines 28-29), and wherein said at least one key combination element 
comprises a resilient arm (12') disposed in a recess (see figure 2 below) formed in said 
elongate shaft portion and "capable of resiliently protruding outwards from the recess 
beyond both of said first and second side surfaces. 
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7. Regarding claims 2 and 6, at least one key combination element (12) pivotable 
about a pivot axis (see pivot axis in figure 2 below) and movably disposed in the 
elongate shaft portion. 

8. Regarding claims 3 and 7, the at least one key combination element comprises a 
plurality of interface surfaces for urging at least one lock combination element (see 
figure 2 below where 12 has a plurality of surfaces 15 that urge a lock combination 
element). 

Claim Rejections - 35 USC § 103 

9. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

10. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

1 1 . Claims 4 and 8 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Botteon as applied to claims 1 and 5 above. Botteon teaches applicant's basic inventive 
concept including a key combination element (12) having a pair of arms (15) extending 



Application/Control Number: 10/593,718 



Page 5 



Art Unit: 3673 

from a common base which is pivotally mounted in an arcuate cutout (top portion of 
recess) extending from said recess, and wherein said recess is formed with grooves 
(see illustration below) radially emanating from the arcuate cutout, wherein walls of said 
grooves define limits of angular motion of said resilient arms. Botteon shows the 
element 1 2 having a pair of arms 1 5 but fails to disclose if resilient element 1 2' includes 
a pair of arms as well. It would have been obvious to one of ordinary skill in the art to 
include two resilient arms since Botteon discloses two arms (15) in a different 
embodiment. Including two arms provides a higher degree of security as stated in 
column 4, line 2. See the Botteon device below. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KRISHNA R. FULTON whose telephone number is 
(571)272-7376. The examiner can normally be reached on M-TH 7-6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Patricia Engle can be reached on 571-272-6660. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Patricia L Engle/ 

Supervisory Patent Examiner, Art Unit 3673 
IK. R. FV 

Examiner, Art Unit 3673 
11/23/08 



